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Alexandria, VA 22313-1450 

RULE 181 PETITION 

PETITION TO TECHNOLOGY CENTER DIRECTOR PURSUANT TO M.P.E.P. $ 

1002.02(c) 3.(a) AND 3.(g) 

The final rejection in the above-referenced application is premature. For example, prior 
art was not cited in the first Office action and the Applicant did not amend the claims or submit 
an information disclosure statement in response thereto. In the second Office action, claim 1 was 
rejected for the first time pursuant to 35 U.S.C. § 102. Under present practice, a second action 
on the merits that introduces a new ground of rejection should not be made final. In the response 
to the premature final rejection, it was pointed out that the final rejection was improper. 
Nonetheless, the finality of the second rejection was not withdrawn. As a result, this petition is 
now brought before the Technology Center Director. 


Date of Deposit:, 

I hereby certify under fj CFR 1.8(a) that this correspondence is 
being deposited with the United States Postal Service as first class 
mail with sufficient postage on the date indicated above and is 
addressed t^the Commissioner for Patents, P.O. Box 1450, 
/22313-1450. 



FACTS INVOLVED 


1. On February 18, 2004, a first Office action was mailed rejecting claims 1 through 30 
under 35 U.S.C. § 112 Tf 1, as failing to comply with the enablement requirement. No other 
rejections were made in the first Office action. Furthermore, no references were cited at this 
time. 

2. On April 30, 2004, Applicant submitted a Reply to Paper No. 2 (first Office action). No 
amendments to the claims were made in response to the first Office action. 

3. On July 23, 2004, a second Office action was mailed finally rejecting claim 1 pursuant to 
35 U.S.C. § 102(b) as being anticipated by Ohgami et al. 

4. On August 5, 2004, in reply to the premature final rejection, claims 1,5, and 10 were 
amended. Furthermore, a notation was made in the reply that the finality of the rejection was 
premature. 

5. On August 20, 2004, an Advisory Action was mailed. The premature final rejection was 
not withdrawn and the amendments were not entered. 

POINTS TO BE REVIEWED 

1 . Did the second Office action on the merits include a premature final rejection? 

2. Should the amendments submitted on August 5, 2004, be entered? 

REQUESTED ACTION 

The Technology Center Director is requested to withdraw the finality of the rejection 
asserted in the second Office action mailed on July 23, 2004, and to enter the amendments to 
claims 1, 5 and 10. 
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LEGAL ARGUMENT 


The second Office action issued in the above-referenced patent application should not 
have been made final. Usually, a second or subsequent action on the merits is made final. See 
M.P.E.P § 706.07(a) Final Rejection, When Proper on Second Action. However, there are 
exceptions to this practice. One exception is where an examiner "introduces a new ground of 
rejection that is neither necessitated by applicant's amendment of the claims nor based on 
information submitted in an information disclosure statement." Id. Furthermore, "a second or 
any subsequent action on the merits. . . will not be made final if it includes a rejection, on newly 
cited art, other than information submitted in an information disclosure statement. . . of any claim 
not amended by the applicant." Id. (Emphasis added). 

The facts in this case fall under both exceptions. For example, a rejection based on prior 
art was not asserted in the first Office action. Furthermore, the Applicant did not amend the 
claims in response to the first Office action. Thus, any subsequent rejection was not based on art 
cited in the record or necessitated by amendment to the claims. Additionally, an information 
disclosure statement has not been filed in this application. Thus, a new ground of rejection could 
not be based on information submitted in an information disclosure statement. Nonetheless, the 
Examiner entered a new ground of rejection on newly cited art in the second Office action and 
made the second Office action final Specifically, in the second Office action, the Ohgami 
reference served as the basis of a 102(b) rejection, which was not asserted in the first Office 
action. 

The M.P.E.P. is very clear that a second Office action on the merits will not be made 
final if it includes a rejection on newly cited art of any claim not amended by the applicant. 
Claim 1 was not amended until after the assertion of the Ohgami reference. Thus, the second 
Office action should not have been made final. Accordingly, the finality of the rejection in the 
second Office action is premature and should be withdrawn. 

As the final Office action mailed on July 23, 2004, is clearly premature, the amendments 
to claims 1,5, and 10 should be entered. When the finality of a rejection is withdrawn, all 
amendments filed after the final rejection are ordinarily entered. M.P.E.P. § 706.07(e). As 
explained above, the finality of the rejection in the second Office action is premature. Thus, the 
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amendments should be entered as a matter of right. In other words, as the second rejection 
should not have been made final, the amendments in response thereto should not be categorized 
as amendments after a final rejection. 

FEE 


A petition pursuant to Rule 181 does not have a fee expressly provided for in Rule 17. If 
any fee is required, the Commissioner is authorized to charge the fee or credit any over payment 
to Deposit Account No. 20-1504(ITL.0534US). 


STATEMENT THE PETITION IS TIMELY FILED 

The complained about action took place on July 23, 2004, and/or August 20, 2004. This 
matter has been addressed within two months of the mailing date of the action/notice from which 
relief is requested. 


CONCLUSION 


In sum, it is respectfully submitted that a premature final rejection was made in the 
second action on the merits during prosecution of the above-referenced patent application. 
Withdrawal of the finality of the rejection is in order, which would lead to the entry of the 
outstanding amendments. 

Respectfully submitted, 


Date: JjuML^ 3& } £t &\ 




Rlk^nda L. Sheldon, Reg. No. 50,457 
TROP, PRUNER & HU, P.C. 
8554 Katy Freeway, Ste. 100 
Houston, TX 77024 
713/468-8880 [Phone] 
713/468-8883 [Fax] 
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